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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 2, 5, 6, 10 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lupien (US 5,839,070). 

Regarding claim 1 , Lupien discloses a method in a telecommunications 
network for downloading information to a mobile station operating in a location 
area comprised of cells having a first communication system and neighboring 
cells having a second communication system (Col. 6, lines 1-15) comprising 
steps of receiving a registration procedure request from said mobile station within 
a cell in said location area having the first communication system (mobile station 
exchanging information, inherently registration procedure, and orders with the 
Base Station and MSC and has an opportunity through either cell reselection or 
hand-off to change the base station, Col. 6, lines 16 - 25), determining whether 
the selected mobile station is a multimode mobile station capable of 
communicating with both the first communication system and the second 
communication system (MSC detects whether the mobile station is multimode or 
single mode), responsive to the determination that the mobile station is a 
multimode mobile station, downloading a flag (downloading a list) to the 



Application/Control Number: 09/814,270 Page 3 

Art Unit: 2687 

multimode mobile station to provide notice of a neighboring cell having a second 
communication system wherein notice of the second communication system is 
not provided to any single mode mobile stations (Lupien, Col. 8, lines 15 - 28). 

Regarding claim 2, Lupien discloses said multimode mobile station 
commences measurements directed to second cell in response to said notice 
(mobile station measures neighboring cell signal strength, Col. 8, lines 1 - 9). 

Regarding claim 5, Lupien discloses downloading a list of first cells, which 
respectively have second cell neighbors to the selected mobile station (Lupien, 
Col. 8, lines 24-28). 

Regarding claim 6, Lupien discloses that the list is downloaded to the 
multimode mobile station in connection with a location area updating procedure 
that starts when the multimode mobile station enters the location area (Lupien, 
Col. 7, lines 46-57). 

Regarding claim 10, Lupien discloses at least some of said information 
comprises intersystem cell reselection parameters, which are downloaded to said 
multimode mobile station by means of a MM specific procedure. (Lupien, Col. 7, 
lines 34-37 and 39-45). 

Regarding claim 13, Lupien discloses said network downloads a list of 
neighboring cells in said location area to said multimode mobile station during a 
location updating procedure. (Lupien, Col. 7, line 66 - Col. 8, line 4). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lupien in 
view of Tiedemann Jr. et al. (US 6,216,004). 

Regarding claim 4, Lupien as applied to claim 1 above discloses 
downloading a neighbor list to mobile station. However, Lupien as applied to 
claim 1 above does not specifically disclose a flag comprising a single bit 
transmitted to selected mobile station by means of a BCCH carrier. In an 
analogous art, Tiedemann discloses a flag comprising a single bit transmitted to 
selected mobile station by means of a BCCH carrier (Tiedemann, Col. 21, lines 
22 - 62). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide the technique of Tiedemann to the 
system of Lupien in order to provide a need for soft handoff on common 
channels, such as paging channel, in a cellular system. 

5. Claims 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lupien in view of Moore (US 6,501,951). 
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Regarding claim 7, Lupien as applied to claim 1 above discloses supplying 
a list of first cells in the location area to the selected mobile station (Lupien, Col. 
8, lines 24-28). 

However, Lupien as applied to claim 1 above does not specifically 
disclose downloading a pointer to the selected mobile station to identify first cells 
on the list, which respectively have neighboring second cells. In an analogous 
art, Moore discloses downloading a pointer to the selected mobile station to 
identify first cells on the list, which respectively have neighboring second cells 
(Moore, Col. 4, lines 21 -46). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the 
technique of Moore to the system of Lupien in order to provide further controls in 
the re-selection process to avoid the attempt to re-select to incompatible control 
channels and also desirable to avoid second attempts to re-select to control 
channels which are determined to be incompatible with the mobile station during 
a re-select attempt. 

Regarding claim 9, Lupien in view of Moore as applied to claim 7 above 
discloses transmitting a flag to said multimode mobile station (Moore, Col. 4, 
lines 21 - 46) to direct the said multimode mobile station to generate a download 
request message (Lupien, Col. 7, lines 46 - 57) and downloading information 
pertaining to said neighboring cell in response to the download request message 
(Lupien, Col. 8, lines 24 - 28). 
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6. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lupien in 
view of Moore as applied to claim 7 above, and further in view of Tiedemann Jr. et al. 
(US 6,216,004) 

Regarding claim 8, Lupien in view of Moore as applied to claim 7 above do 
not specifically disclose transmitting a pointer to said multimode station by means 
of a BCCH carrier. In an analogous art, Tiedemann discloses transmitting a 
pointer (a flag) to said multimode mobile station by means of a BCCH carrier 
(Tiedemann, Col. 21 , lines 22 - 62). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the 
technique of Tiedemann to the system of Lupien in order to provide a need for 
soft handoff on common channels, such as paging channel, in a cellular system. 

7. Claims 11, 12, 15, 16, 18, 19, 20, 21 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lupien in view of Korpela (WO 99/01005). 

Regarding claim 11, Lupien as applied to claim 1 above does not 
specifically discloses first communication system comprises a Global System for 
Mobile communications (GSM) system and said second communication system 
comprises a Universal Mobile Telecommunications System. In an analogous art, 
, Korpela discloses that the first communication system comprises the GSM (Fig. 
2, 21a and 22a) and the second communication system comprises the UMTS 
(Fig. 2, 23a, 24a, 25a and 26a) (Korpela, Page 6, lines 10-12). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to provide the technique of Korpela to the system of Lupien 
in order to provide data transfer resources for finding a suitable new cell more 
efficiently. 

Regarding claim 1 2, Lupien in view of Korpela as applied to claim 1 1 
above discloses at least some of said information comprises information needed 
by said multimode mobile station to prepare for handover and cell reselection 
from said GSM system to said UMTS system (Korpela, Page 10, line 12 through 
Page 13, line 9). 

Regarding claim 1 5, Lupien in view of Korpela as applied to claim 1 1 
above discloses registration procedure is one of Location Updating performed 
when the multimode mobile station enters the location area, Periodic Location 
Registration, IMSI attach/detach and Routing Area Update (Lupien, Col. 7, lines 
46 - 57). 

Regarding claim 16, Lupien in view of Korpela discloses downloading 
UMTS neighboring cell information for said Location Area to the multimode 
mobile station (Korpela, Page 10, line 12 through Page 13, line 9). 

Regarding claim 18, Lupien in view of Korpela as applied to claim 16 
discloses UMTS neighboring cell information includes information about a service 
capability of UMTS cells (Korpela, Page 10, line 12 through Page 13, line 9). 

Regarding claim 19, Lupien in view of Korpela discloses downloading a list 
of GSM cells that have UMTS neighbors (Korpela, Page 10, line 12 through Page 
13, line 9). 
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Regarding claim 20, Lupien in view of Korpela as applied to claim 16 
above discloses additional UMTS neighboring cell information is downloaded to 
the multimode mobile station upon said mobile station performing Location 
Updating based on the pre-stored list of GSM cells that have UMTS neighbors 
(Korpela, Page 10, line 12 through Page 13, line 9). 

Regarding claim 21 , Lupien in view of Korpela as applied to claim 1 1 
above discloses performing measurements of at least one UMTS neighboring 
cell in response to said flag (Korpela, Page 10, line 12 through Page 13, line 9). 



8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lupien 

in view of Cudak et al. (US 5,862,452). 

Regarding claim 14, Lupien as applied to claim 1 above discloses 
downloading specific information to the mobile station by means of a MM specific 
procedure (Lupien, Col. 7, lines 34 - 37 and 39 - 45). 

However, Lupien as applied to claim 1 above does not specifically 
disclose at least some of said information comprises frequency and scrambling 
code combinations for each neighboring cell within said location area each of 
said frequency and scrambling code combinations being downloaded to said 
multimode mobile station by means of a multimode (MM) specific procedure. In 
an analogous art, Cudak discloses downloading frequency hopping table and 
scramble code index to the peripheral device (Cudak, Col. 45, lines 1 - 4). 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to provide the technique of Cudak to the system of 
Lupien in order to provide low complexity dynamic persistence for random 
access by a peripheral device in a wireless communication system. 

9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lupien 
in view of Korpela as applied to claim 16 above, and further in view of Cudak et al. (US 
5,862,452). 

Regarding claim 17, Lupien in view of Korpela as applied to claim 16 
above discloses said UMTS neighboring cell information together with 
intersystem cell reselection parameters for all UMTS neighboring cells within said 
Location Area (Korpela, Page 10, line 12 through Page 13, line 9). 

However, Lupien in view of Korpela as applied to claim 16 above does not 
specifically disclose frequency and scrambling code combinations. In an 
analogous art, Cudak discloses downloading frequency hopping table and 
scramble code index to the peripheral device (Cudak, Col. 45, lines 1 -4). 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the technique of Cudak to the modified 
system of Lupien and Korpela in order to provide low complexity dynamic 
persistence for random access by a peripheral device in a wireless 
communication system. 



Application/Control Number: 09/814,270 Page 10 

Art Unit: 2687 

10. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lupien 
in view of Korpela as applied to claim 21 above, and further in view of Tiedemann Jr. et 
al. (US 6,216,004). 

Regarding claim 22, Lupien in view of Korpela does not specifically 
disclose flag is transmitted by means of a BCCH carrier. In an analogous art, 
Tiedemann discloses said flag is transmitted by means of a BCCH carrier. 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the technique of Tiedemann to the 
modified system of Lupien and Korpela in order to provide a need for soft handoff 
on common channels, such as paging channel, in a cellular system. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 1 ,2 and 4-22 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Un C Cho whose telephone number is (703) 305-8725. 
The examiner can normally be reached on M ~ F 8:00AM to 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (703) 306-3016. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Examiner 
Art Unit 2687 




PR1AARY EXAMINER 



